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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including tine fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
1/22/2008 has been entered. 



Claim Rejections - 35 USC §112 

Claims 1-6 and 9-12 are rejected under 35 U.S.C. 112, first paragraph, because 
the specification, while being enabling for voids that have gas, does not reasonably 
provide enablement for those voids that are empty. The specification does not enable 
any person skilled in the art to which it pertains, or with which it is most nearly 
connected, to make and use the invention commensurate in scope with these claims. 



The MPEP sets forth what must be considered to establish whether the enablement 
requirement is met. 

2164.01(a) Undue Experimentation Factors 

There are many factors to be considered when determining whether there is sufficient 
evidence to support a determination that a disclosure does not satisfy the enablement 
requirement and whether any necessary experimentation is "undue." These factors 
include, but are not limited to: 

(A) The breadth of the claims; 

(B) The nature of the invention; 

(C) The state of the prior art; 

(D) The level of one of ordinary skill; 

(E) The level of predictability in the art; 
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(F) The amount of direction provided by the inventor; 

(G) The existence of worl<ing examples; and 

(H) The quantity of experimentation needed to make or use the invention based on 

the content of the disclosure. 

Examiner's consideration of the factors is as follows: 

Factor A: Examiner finds that such does not support a conclusion of non-enablement. 
Factor B: Examiner finds that such does not support a conclusion of non-enablement. 
Factor D: One of ordinary skill would understand the following: Sintering/consolidation 
of porous glass preforms involve heating the preform so that porosity is reduced 
generally due to surface tension at the microscopic level. The temperature is such that 
the material can shrink, but it does not generally deform due to force - such as gravity. 
On the other hand, drawing is done at a substantially higher temperature, so that the 
glass is less stiff, and a fiber can be drawn, often first by heating to let some glass to 
drip off, then by tension to draw the trailing glass. See for Example Blankenship 
3932162 as representative of typical practice: Blankenship (col. 6, lines 1-7) teaches 
consolidation (sintering) occurs at 1250 to 1700 C - and preferably at 1400-1500 C; at 
col 8, lines 55- 68 there is disclosure of sintering in the middle of the preferred 1400- 
1500 range, and then drawing the fiber at 1800 C (i.e. 350 C higher than the sintering 
temperature). 

A later Blankenship patent 4251251 points out that use of a vacuum greatly 
facilitates closure of apertures (col. 8, lines 38-44). This is actually common sense. If 
there is a higher pressure (i.e. atmospheric) outside a pliable body, and a lower 
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pressure inside. The pressure differential would cause the pliable body to deform 
inward. 

Factor C: The prior art suggests that the invention would not work. Present claim 1 
requires voids that are empty or comprise a gas: this means the voids can be devoid of 
gas (i.e. a vacuum). Claim 1 also indicates that they "remain" in the drawn fiber. This 
tends to contradict the Blankenship '251 disclosure that says aperture shrinkage is 
greatly facilitated. Especially when one considers that a typical drawing step is around 
350 C higher than a typical sintering step. It is further noted that the above cited portion 
of Blankenship '162 has draws the 2.2 cm preform to 0.035 cm - that is a 98.5% 
reduction in size. In other words: the glass is soft enough to permit a 98.5% reduction 
in size. 

Factor E: Examiner finds that such does support a conclusion of non-enablement. The 
level of predictability is rather high. One would reasonably predict that the comparative 
external pressure and the heated/softened glass would cause the glass to collapse. 
Examiner further notes US Patent 5802236 to DiGiovanni: which has longitudinal voids. 
As per col. 4, lines 19-25: closed voids which have gases in them, maintain their 
pressure during the draw step. But those exposed to the atmosphere are readily 
collapsed. That is, even when there is no pressure differential to drive collapse, the 
voids still collapse. 
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Factor F: The guidance does not appear to be sufficient. [0063] refers to imperfect 
sintering by reducing tine sintering temperature. One would understand that incomplete 
sintering would result in voids. So using the Blankenfield example, perhaps at 1350 C 
the sintering would be incomplete. However the preform would still have to be heated 
to the drawing temperature, far above the sintering temperature - at least 350 C higher. 
The glass is clearly soft enough to reduce the diameter by 98.5%. Any incomplete 
sintering would be completed by the much higher temperature, and the pressure 
differential. 

To summarize: there is only guidance for making a preform with empty voids. 
There is no guidance for how to retain the voids - as required by the claims 
Factor G: Examiner finds that there is no working examples of retaining empty voids. 
Factor H: Examiner finds that such supports a conclusion of non-enablement. It is clear 
that there are numerous glass compositions, different deposition parameters (including 
type of burner, flame temperatures, precursor type, precursor flow rates, burner 
movement rates), partial sintering conditions (including atmosphere composition, 
pressure, temperatures, duration of sintering), and fiber draw conditions (temperatures, 
fiber diameters, pressures). Not to mention void sizes - and making the determination 
whether the voids were actually empty. Thus, given all of the variables that may or 
may not be relevant, it would take a huge amount of experimentation to make and use 
the invention. 
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After weighing of all of the factors (especially those that suggest the invention 
would not work) examiner finds the factors that tend to show the "empty" voids aspect of 
the invention would not be enabled. 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification sliall conclude witli one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-6, and 9-12 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Claim 9 is simply not understood. Line 8 requires providing a second glass 
article for providing one of at least a portion of the core, but then line 1 1 indicates that 
the step of providing does not have include the providing. Or to look at it another way: 
there is confusing antecedent basis for "providing" of line 12 (i.e. if it is one the other 
providing steps or a new one), confusing antecedent basis for "said core being 
surrounded by the cladding", and "the cladding" of line 6. 

The claims refer to a "cladding", but such is not shown (or at least identified by a 
number or symbol) in the drawings. [0056] of the specification refers to feature 34 as 
being an "inner cladding layer" . [0042] instead calls it an "inner cladding", but [0039] 
states it is a "multimode cladding layer". Number "36" is call at least two names: 
"second cladding" and "second cladding layer". The two portions mentioned of the 
claims are nowhere identified in the drawings. One of ordinary skill understands that a 
cladding is often made of plural cladding layers. Applicant's confusing usage of different 
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terms for the same drawing features, as well as the lack of other claimed items being 
shown in the drawings makes the claims impossible to understand. As best as 
examiner can tell, the claims do not follow the tenet of claim construction that different 
words used in different used in different claims are presumed to have different 
meanings. Karlin Tech. Inc. v. Surgical Dynamics, Inc., 177 F.3d 968, 971-72, 50 
USPQ2d 1465 (Fed. Cir. 1999) (recognizing "the common sense notion that different 
words or phrases used in separate claims are presumed to indicate that the claims have 
different meanings and scope."). 

Claim 1 : line 7 - there Is no antecedent basis for "the optical fiber preform" - 
although the preamble refers to such a preform, there is no indication as to where it is 
made. Line 14: there is no antecedent basis for "the cladding". 

From MPEP 2173.05(h): 

Alternative expressions are permitted if they present no uncertainty or ambiguity with 
respect to the question of scope or clarity of the claims. One acceptable form of 
alternative expression, which is commonly referred to as a Markush group, recites 
members as being "selected from the group consisting of A, B and C." See Ex parte 
Markush, 1925 CD. 126 (Comm'r Pat. 1925). 

Presently, claim 3 has a group which is very similar to the above accepted form, but 
there is no indication that the group is "consisting of the members. Therefore it is 
impossible for anyone to tell if applicant's group is open or closed to additional members 
- and thus the claim presents uncertainty or ambiguity with respect to the question of 
scope of the claim. If the above "acceptable form" is not desirable for Applicant, 
Examiner can be telephoned for other expressions. 
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Claim 3: line 7 - there is no antecedent basis for "the optical fiber preform' (line 
7). Line 8 there is no antecedent basis for "the cladding" - it is unclear where it is 
created. As with claim 9, the second providing step requires one at least a portion of a 
core as well as the different portion, but the last three lines of the claim indicates that 
the second article does not provide a portion of the core - thus it doe not make sense. 

Claims 2 and 4 and 6 and 10: there is no antecedent basis for "the preform" - 
none is ever explicitly made. Thus it is unclear if claims 1 and 3 and 5 and 9 require 
making the preform. 

Claim 5: line 14: there is confusing antecedent basis for "said layer". 

Claim 1 1 , line 4: there is no antecedent basis for "the article for forming a first 
part of the cladding". Line 9: there is no antecedent basis for "the same cladding" - it is 
unclear if it is the "first part" or something else. 

Drawings 

The drawings are objected to under 37 CFR 1 .83(a). The drawings must show 
every feature of the invention specified in the claims. Therefore, the "cladding", "first 
sintered layer", "different sintered layer", "different layer of soot", the "layer of soot" 
which is not the "different" one, the "different portion of the cladding", the "portion of the 
cladding" which isn't the "different" one, the "second cladding" must be shown or the 
feature(s) canceled from the claim(s). No new matter should be entered. 

Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in 
reply to the Office action to avoid abandonment of the application. Any amended 
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replacement drawing sheet should include all of the figures appearing on the immediate 
prior version of the sheet, even if only one figure is being amended. The figure or figure 
number of an amended drawing should not be labeled as "amended." If a drawing figure 
is to be canceled, the appropriate figure must be removed from the replacement sheet, 
and where necessary, the remaining figures must be renumbered and appropriate 
changes made to the brief description of the several views of the drawings for 
consistency. Additional replacement sheets may be necessary to show the renumbering 
of the remaining figures. Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either "Replacement Sheet" or "New 
Sheet" pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, 
the applicant will be notified and informed of any required corrective action in the next 
Office action. The objection to the drawings will not be held in abeyance. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the Invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
states. 



(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 



Application/Control Number: 10/680,396 Page 10 

Art Unit: 1791 

Claims 5-6 and 1 1 and 1-2 are rejected under 35 U.S.C. 102(e) as being clearly 
anticipated by Zhang 6192713. 

See the prior Office action for the manner in which Zhang was applied. 

As to the new "so as to contribute" limitation: Examiner finds this to be an 
intended use limitation. Nowhere does the claim require a step of forming truncated 
regions, thus the plain reading is that such relates only to those situations where the 
fiber is drawn in a manner in which there are any truncated regions. Zhang has no 
truncated regions. It is deemed that the voids remain for at least some brief period of 
time. Zhangs collapsing step yields the "providing a core step". It is deemed that the 
innermost layer of the core, can be a core - just as present specification refers to 34 to 
be a "cladding layer" as well as a "cladding". One can reasonably construe a "core 
layer" to be a "core". 

Claim 1-6 and 9-12 are rejected under 35 U.S.C. 102(b) as being anticipate by 
Evans 5925163 (with Kirkbir 5254508 and Eaton 3904422 to show inherency). 

See the previous art rejection for how Evans was previously applied. As indicate 
above, one would reasonably expect to have some voids/bubbles (i.e. at least two) in 
the preform layers. 

Claim Rejections - 35 USC § 103 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
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the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 9-10 and 3-4 are rejected under 35 U.S.C. 103(a) as being unpatentable 

over Zhang 61 9271 3 in view of Baumgart 4820322. 
See above and the prior Office action. 
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Response to Arguments 

Applicant's arguments filed 1/22/2008 have been fully considered but they are 
not persuasive. 

It is argued that the new language regarding the remaining of the voids 
addresses Examiner's concern. Examiner does not see how the changes to the claims 
define over the prior art - that is how the claim language precludes subsequent 
complete sintering - nor do the arguments point such out. 

As to the assertion that examiner finds "core" and "cladding" to be 
interchangeable. Examiner did not intend to make such an assertion. Rather the 
rejection is based on the broadest reasonable interpretation of the present claims: 
namely the terms "core" and "cladding" are not used in a manner in the present 
application which would preclude Zhang's any of composition from be used as core 
and/or a cladding. This is NOT to be interpreted as saying that such usage is disclosed 
or would have been obvious. Rather, that the present claims merely use the language 
as intended use. One could use Zhang's glass in that intended manner, if one wanted 
to. 

It is argued that a cladding must clad, and that Zhang's core does not do this. 
First there is no evidence to support this argument. Second, as indicated above, 
applicant uses the term "cladding" and "cladding layer" interchangeably - and thus is 
indicating that the term "cladding" is not overly limiting. Third, the term "cladding tube" 
is well understood to mean a tube which is to be used to clad, but doesn't necessarily 
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require to be clad. For example see Berkey 5149349 which refers to cladding tube 47 
of figure 6: col. 7, lines 43-44. Since applicant's "cladding layer" can be a "cladding" - it 
is reasonable to assume a "cladding tube" can be a "cladding" even if it doesn't clad 
something. Rather the term "cladding" is used to signify its intended use. Much like a 
bicycle wheel can still be call a bicycle wheel, even if it is never part of a bicycle. Most 
importantly, since the preamble sets forth the process is for making a cladding, it is 
reasonable to infer that only the cladding needs to be created. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to John Hoffmann whose telephone number is (571) 272 
1 191 . The examiner can normally be reached on Monday through Friday, 7:00- 3:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Steve Griffin can be reached on 571-272-1 189. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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Primary Examiner 
Art Unit 1791 
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